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CERTIFICATE OF MAILING UNDER 37 C.F.R. § 1.10 

I hereby certify that this correspondence (along with any referred to as being attached or enclosed) is, on the date 
shown below, being deposited with the U.S. Postal Service as "Express Mail Post Office to Addressee" under Express 
Mail Label No. EV 092 300 692 US in an envelope addressed to: Assistant Commissioner for Patents, Washington, 
D.C. 20231. 



Dated: Jun e 7 , 2002 




Susan M. McClintock 



Sir or Madam: 



Prior to the prosecution of the present case, please make the following deletions and 
additions. A clean version of the pending claims with instructions for entry pursuant to 37 
C.F.R. §1.121 (c)(3) is included below. A version with markings to show changes made is 
provided at Appendix 1, in accordance with 37 C.F.R. §§ 1.121(b)(l)(iii). For the Examiner's 
convenience, the entire set of pending claims is provided at Appendix 2. 



IN THE CLAIMS: 

Please add the following Claims: 

82. A method for detecting a target sequence, comprising cleaving a cleavage 
structure with a cleavage agent to generate a labeled cleavage product, wherein said cleavage 
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structure comprises: 

a) a first nucleic acid molecule comprising a first region and a second region, 

said first region upstream of said second region; 

b) a second nucleic acid molecule that is complementary to said first region, said 
second nucleic acid molecule having a 3' end that is not extendable by a 
polymerase when said second nucleic acid molecule is hybridized to said first 
nucleic acid molecule; and 

c) a third nucleic acid molecule that is complementary to said second region, said 
third nucleic acid molecule comprising a label, wherein said labeled cleavage 
product comprises said label following cleavage of said cleavage structure. 

83. The method of Claim 82, wherein said cleavage agent comprises a 5' nuclease. 

84. The method of Claim 83, wherein said cleavage agent comprises a thermostable 5' 
nuclease. 



85. The method of Claim 84, wherein said thermostable 5' nuclease comprises Taq 
polymerase. 



86. The method of Claim 82, wherein said first, second, or third nucleic acid molecule 
comprises a nucleotide analogue. 



87. The method of Claim 82, wherein said 3 ' end that is not extendable by a 
polymerase comprises a nucleotide that the is not complementary to said first nucleic acid 
molecule when said second nucleic acid molecule is hybridized to said first nucleic acid 
molecule. 



88. The method of Claim 82, wherein said first region and said second region of said 
first nucleic acid molecule are separated from each other by at least one nucleotide distance. 



PATENT 

Attorney Docket No. FORS-06910 



REMARKS 

Claims 1-25 were in the Application as filed. Claims 1-25 were cancelled without 
prejudice in a preliminary amendment, and new claims 26-81 were added. Claims 82-88 are 
added in the present amendment. Support for the new claims is found throughout the 
Application. For example, examples of nucleotide analogs and modified nucleotides for use in 
the invention are described on page 30 at lines 27-30, and the use of such analogs in the 
oligonucleotides of the invention is described, e.g., on page 11, lines 16-20. An example of 
target nucleic acids comprising nucleotide analogs is provided in Example 18 on page 152, lines 
19-21 . Additional support for the use of oligonucleotides and cleavage structures comprising 
nucleotide analogs is provided, for example, in Example 23, from page 173, line 23, to page 181, 
line 29. Support for the cleavage structures of the new claims is found, for example, on pages 78 
through 80 and Figures IB, 16, 29, and 67. 



Dated: T u n e 7, 2 002 




David A. Casimir 
Registration No. 42,395 

Medlen & Carroll, LLP 
101 Howard Street, Suite 350 
San Francisco, California 94105 
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Appendix 1 

Version With Markings To Show Changes Made 
in Accordance with 37 C.RR. § 1.121(b)(l)(iii) 

In The Claims; 

Please add the following claims: 

82. A method for detecting a target sequence, comprising cleaving a cleavage 
structure with a cleavage agent to generate a labeled cleavage product, wherein said cleavage 
structure comprises: 

d) a first nucleic acid molecule comprising a first region and a second region, 

said first region upstream of said second region; 

e) a second nucleic acid molecule that is complementary to said first region, said 
second nucleic acid molecule having a 3' end that is not extendable by a 
polymerase when said second nucleic acid molecule is hybridized to said first 
nucleic acid molecule; and 

f) a third nucleic acid molecule that is complementary to said second region, said 
third nucleic acid molecule comprising a label, wherein said labeled cleavage 
product comprises said label following cleavage of said cleavage structure. 

83. The method of Claim 82, wherein said cleavage agent comprises a 5' nuclease. 

84. The method of Claim 83, wherein said cleavage agent comprises a thermostable 5' 
nuclease. 

85. The method of Claim 84, wherein said thermostable 5 5 nuclease comprises Taq 
polymerase. 

86. The method of Claim 82, wherein said first, second, or third nucleic acid molecule 
comprises a nucleotide analogue. 
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87. The method of Claim 82, wherein said 3' end that is not extendable by a 
polymerase comprises a nucleotide that the is not complementary to said first nucleic acid 
molecule when said second nucleic acid molecule is hybridized to said first nucleic acid 
molecule. 

88. The method of Claim 82, wherein said first region and said second region of said 
first nucleic acid molecule are separated from each other by at least one nucleotide distance. 
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Appendix 2 
Entire Set Of Pending Claims 

26. A method for detecting the presence of a target nucleic acid molecule by detecting 
non-target cleavage products, comprising: 

a) providing: 

i) a cleavage agent; 

ii) a source of target nucleic acid, said target nucleic acid comprising 
a first region and a second region, said second region downstream of and 
contiguous to said first region; 

iii) a first oligonucleotide, wherein a first portion of said first 
oligonucleotide comprises at least one nucleotide analog and wherein said first 
portion is completely complementary to said first portion of said first target 
nucleic acid, and; 

iv) a second oligonucleotide comprising a 3 1 portion and a 5' portion, 
wherein said 5' portion is completely complementary to said second region of said 
target nucleic acid; 

b) combining said cleavage agent, said target nucleic acid, said first 
oligonucleotide and said second oligonucleotide under reaction conditions such that at 
least said first portion of said first oligonucleotide is annealed to said first region of said 
target nucleic acid, and wherein at least said 5' portion of said second oligonucleotide is 
annealed to said second region of said target nucleic acid so as to create a cleavage 
structure, and wherein cleavage of said cleavage structure occurs and cleaves said first 
oligonucleotide to generate a non-target cleavage product; and 

c) detecting the cleavage of said cleavage structure. 

27. The method of Claim 26, wherein said 3 1 portion of said second oligonucleotide 
comprises a 3' terminal nucleotide not complementary to said target nucleic acid. 
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28. The method of Claim 26, wherein said 3 f portion of said second 
oligonucleotideconsists of a single nucleotide not complementary to said target nucleic acid. 

29. The method of Claim 27, wherein said 3 f terminal nucleotide not complementary 
to said target nucleic acid comprises a nucleotide analog. 

30. The method of Claim 28, wherein said single nucleotide not complementary to 
said target nucleic acid comprises a nucleotide analog. 

3 1 . The method of Claim 26, wherein said target nucleic acid comprises a nucleotide 

analog. 

32. The method of Claim 3 1 , wherein said first region of said target nucleic acid 
comprises said nucleotide analog. 

33. The method of Claim 26, wherein said cleavage of said cleavage structure cleaves 
said first oligonucleotide. 

34. The method of Claim 27, wherein said cleavage of said first cleavage structure 
cleaves in said first portion of said first oligonucleotide. 

35. The method of Claim 27, wherein said first oligonucleotide is cleaved 5' of a 
nucleotide analog. 

36. The method of Claim 35, wherein said first oligonucleotide is cleaved adjacent to 
and 5' of a nucleotide analog. 

37. The method of Claim 27, wherein said first oligonucleotide is cleaved 3' of a 
nucleotide analog. 
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38. The method of Claim 37, wherein said first oligonucleotide is cleaved adjacent to 
and 3 1 of a nucleotide analog. 

39. The method of Claim 27, wherein said first oligonucleotide further comprises a 
second portion, wherein said second portion is 5' of said first portion, and wherein said second 
portion comprises at least one nucleotide analog. 

40. The method of Claim 26, wherein said detecting the cleavage of said cleavage 
structure comprises detection of fluorescence. 

41 . The method of Claim 26, wherein said detecting the cleavage of said cleavage 
structure comprises detection of mass. 

42. The method of Claim 26, wherein said first oligonucleotide comprises a 
fluorophore having quenched emission, and wherein said detecting the cleavage of said cleavage 
structure comprises detection of an increase in fluorescence intensity. 

43. The method of Claim 26, wherein said detecting the cleavage of said cleavage 
structure comprises detection selected from the group consisting of detection of radioactivity, 
luminescence, dye intercalation, fluorescence polarization, staining, or color. 

44. The method of Claim 26, wherein said first oligonucleotide is attached to a solid 
support. 

45. The method of Claim 26, wherein said second oligonucleotide is attached to a 
solid support. 

46. The method of Claim 26, wherein said target nucleic acid comprises synthetic 
nucleic acid. 
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47. The method of Claim 46, wherein said synthetic target nucleic acid comprises an 
amplified nucleic acid. 

48. The method of Claim 47, wherein said amplified nucleic acid is produced using a 
polymerase chain reaction. 

49. The method of Claim 46, wherein said synthetic target nucleic acid comprises 

DNA. 

50. The method of Claim 26, wherein said cleavage agent comprises an enzyme. 

5 1 . The method of Claim 50, wherein said enzyme comprises a DNA polymerase. 

52. The method of Claim 51, wherein said DNA polymerase comprises a 
thermostable DNA polymerase. 

53. The method of Claim 52, wherein said thermostable DNA polymerase is derived 
from an organism from genus Thermus. 

54. The method of Claim 53, wherein said organism from genus Thermus is selected 
from the group consisting of Thermus aquaticus, Thermus flavus, and Thermus thermophilus. 

55. The method of Claim 50, wherein said enzyme comprises a 5' nuclease. 

56. The method of Claim 50, wherein said enzyme comprises a thermostable 5' 
nuclease derived from a thermostable DNA polymerase modified to have reduced synthetic 
activity. 



57. The method of Claim 56, wherein said thermostable DNA polymerase modified to 
have reduced synthetic activity is derived from an organism from genus Thermus. 
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58. The method of Claim 57, wherein said organism from genus Thermus is selected 
from the group consisting of Thermus aquaticus, Thermus flavus, and Thermus thermophilus. 

59. A method of detecting a target nucleic acid, comprising: 

a) providing: 

i) a cleavage agent; 

ii) a sample suspected of containing a target nucleic acid; 

iii) a first oligonucleotide comprising a 5 1 portion 
complementary to a first region of said target nucleic acid; and 

iv) a second oligonucleotide comprising a 3' portion and a 5 ? 
portion, said 5' portion complementary to a second region of said target 
nucleic acid downstream of and contiguous to said first portion; 



g| wherein at least one of said first oligonucleotide, said second 

J* oligonucleotide or said first or said second regions of said target nucleic 



* acid comprises a nucleotide analog; 



rk 

p's 



b) combining said cleavage agent, said sample suspected of containing a 
target nucleic acid, said first oligonucleotide and said second oligonucleotide 
under reaction conditions such that at least said first portion of said first 
oligonucleotide is annealed to said first region of said target nucleic acid, and 
wherein at least said 5' portion of said second oligonucleotide is annealed to said 
second region of said target nucleic acid so as to create a cleavage structure, and 
wherein cleavage of said cleavage structure occurs to generate a non-target 
cleavage product; and 

c) detecting the cleavage of said cleavage structure. 

60. A kit comprising: 

i) a cleavage agent; 
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ii) a first oligonucleotide comprising a 5 1 portion complementary to a 
first region of a target nucleic acid; and 

iii) a second oligonucleotide comprising a 3' portion and a 5 f portion, 
said 5' portion complementary to a second region of said target nucleic acid 
downstream of and contiguous to said first portion; 

wherein at least one of said first oligonucleotide, said second oligonucleotide or 
said target nucleic acid comprises a nucleotide analog. 

61 . The kit of Claim 60, wherein said 3' portion of said second oligonucleotide 
comprises a 3' terminal nucleotide not complementary to said target nucleic acid. 

m 62. The kit of Claim 60, wherein said 3' portion of said second oligonucleotide 

S consists of a single nucleotide not complementary to said target nucleic acid. 

U 

The kit of Claim 54, wherein said kit further comprises a solid support. 
The kit of Claim 63, wherein said first oligonucleotide is attached to said solid 

The kit of Claim 63, wherein said second oligonucleotide is attached to said solid 

The kit of Claim 60, wherein said cleavage agent comprises a structure-specific 

The kit of Claim 66, wherein said structure-specific nuclease comprises a 
thermostable structure-specific nuclease. 

68. The kit of Claim 60, wherein said cleavage agent comprises a 5' nuclease. 



ffi 
m 



63. 

64. 
support. 

65. 
support. 

66. 
nuclease. 

67. 
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69. The kit of Claim 68, wherein said 5' nuclease comprises a thermostable 5' 
nuclease. 

70. The kit of Claim 66, wherein a portion of the amino acid sequence of said 
structure-specific nuclease is homologous to a portion of the amino acid sequence of a 
thermostable DNA polymerase derived from a thermophilic organism. 

71 . The kit of Claim 70, wherein said thermophilic organism is selected from the 
group consisting of Thermus aquaticus, Thermus flavus, and Thermus thermophilus. 

72. The kit of Claim 66, wherein said structure-specific nuclease comprises a FEN-1 
endonuclease. 

73. The kit of Claim 60, further comprising a buffer solution. 

74. The kit of Claim 73, wherein said buffer solution comprises a source of divalent 

cations. 

75. The kit of Claim 74, wherein said divalent cation is selected from the group 
consisting of Mn 2+ and Mg 2+ ions. 

76. The kit of Claim 60, further comprising providing a third oligonucleotide 
complementary to a third portion of said target nucleic acid upstream of said first portion of said 
first target nucleic acid. 

77. The kit of Claim 60, further comprising a target nucleic acid. 

78. The kit of Claim 77, further comprising a second target nucleic acid. 

79. The kit of Claim 78, further comprising a third oligonucleotide comprising a 5 f 
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portion complementary to a first region of said second target nucleic acid. 

80. The kit of Claim 79, wherein said 3' portion of said third oligonucleotide is 
covalently linked to said second target nucleic acid. 

81 . The kit of Claim 79, wherein said second target nucleic acid further comprises a 5' 
portion, wherein said 5' portion of said second target nucleic acid is said third oligonucleotide. 

82. A method for detecting a target sequence, comprising cleaving a cleavage 
structure with a cleavage agent to generate a labeled cleavage product, wherein said cleavage 
structure comprises: 

g) a first nucleic acid molecule comprising a first region and a second region, 

said first region upstream of said second region; 

h) a second nucleic acid molecule that is complementary to said first region, said 
second nucleic acid molecule having a 3' end that is not extendable by a 
polymerase when said second nucleic acid molecule is hybridized to said first 
nucleic acid molecule; and 

i) a third nucleic acid molecule that is complementary to said second region, said 
third nucleic acid molecule comprising a label, wherein said labeled cleavage 
product comprises said label following cleavage of said cleavage structure. 

83. The method of Claim 82, wherein said cleavage agent comprises a 5' nuclease. 

84. The method of Claim 83, wherein said cleavage agent comprises a thermostable 5' 
nuclease. 

85. The method of Claim 84, wherein said thermostable 5' nuclease comprises Taq 
polymerase. 



86. The method of Claim 82, wherein said first, second, or third nucleic acid molecule 



comprises a nucleotide analogue. 
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87. The method of Claim 82, wherein said 3' end that is not extendable by a 
polymerase comprises a nucleotide that the is not complementary to said first nucleic acid 
molecule when said second nucleic acid molecule is hybridized to said first nucleic acid 
molecule. 

88. The method of Claim 82, wherein said first region and said second region of said 
first nucleic acid molecule are separated from each other by at least one nucleotide distance. 
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